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REMARKS/ARGUMENTS 

Claims 1-12 and 20-41 stand rejected in the present Office Action. In this response, 
claims 1, 7, 20-27, 30-31, and 33-36 are amended. Accordingly, claims 1-12 and 20-41 are pending 
in the present application. Applicants respectfully request reconsideration of the present application 
in view of the foregoing amendments and reasons. 

Rejection under 35 USC 8102 of claims 1-4. 7, 8. 10, 20-23. 27-32, and 36-38 

In Sections 2-14 of the Office Action, claims 1-4, 7, 8, 10, 20-23, 27-32, and 36-38 are 
rejected under 35 U,S,C, 102(e) as being anticipated by US, Patent No. 6,300,947 (Kanevsky). 

As a preliminary matter, in a telephone conversation with the Examiner on April 18, 
2006, the Examiner clarified that the present Office Action incorrectly cites U.S. Patent No. 
6,092,191 (Shimbo et al.) as the basis for the 102(e) rejection (see Section 3), The Examiner 
confirmed that the 102(e) rejection is based on Kanevsky. 

Kanevsky discloses modifying a web page requested by a user depending upon the size 
of the user's display screen. "[A] key impetus for the present invention, the display 1 13 for a client 
machine 100 may include different sized, shaped and configured monitors (displays)." When the 
user's display screen is too small to fully display the requested web page, then objects and links 
from the web page are "stripped" so that at least a portion of the web page can be viewed at the 
user's display screen, "On the other hand, if the user's display size is larger than the web page 
design intended, [then] objects and links can be added to the web page." "p]f the user views the 
web site on a screen that is larger than a standard display screen, not only are icons H, 12, 13, 14 and 
links Ll 3 L2, L3, L4 displayed [(as originally included in the designed web page)], but some other 
icons and links that are hierarchically related to those items are displayed." Therefore, additional 
content provided by Kanevsky is always dependent on the user's display size and is related to the 
user requested web page (e.g., adding a button or link to a URL provided on the original web page 
to permit the user to go to a new web page corresponding to the URL). See coL 5, lines 57-60; col. 
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2, lines 20-49; col. 7, lines 25-33; col. 9, lines 24-41; col, 10, line 36-col. 11, line 24; coL 15, line 
62-col. 16, line 29. 

In contrast, each of amended independent claims 1, 7, 20, and 36 recites, among other 
things, that the second content is provided to the first computer independent of a display size of the 
first computer. Each of amended independent claims 27 and 30 recites, among other things, that the 
intermediate computer establishes a connection with the second computer after the second content 
has been delivered to the first computer and in response to a re-request for the first content from the 
first computer, and the first content is delivered to the first computer via the intermediate computer 
in response to the re-request for the first content. 

In an embodiment of the Applicants 9 present application, the second content (e.g., the 
added and un-requested content) is provided with the first content (e.g., the user requested content) 
independent of the user's display size (at the first computer). The second content is added based on, 
for example, the URL of the user requested content or header string of the user requested content 
including a particular type of string. For example., the intermediate computer may intercept and 
control presentation of the second content for a particular collection of requested web pages/sites 
without requiring code change to each server providing those web pages/sites. This would permit 
particular revenue generating content to be provided each time a particular web site(s) is requested. 
See page 8, lines 1-8; page 23* line 3-page 25, line 20; page 1, lines 14-16. 

In Kanevsky, consideration of the user's display size relative to the originally designed 
web page is the overwhelming criterion from which content addition or modification is driven. For 
this reason, Kanevsky requires knowledge of the user's display size and the fit of the originally 
designed web page to that display size. If the user's display size is smaller than the originally 
designed web page, then even if an entity has requested that additional content (e.g., advertisement) 
be added to certain web pages every time a user requests those certain web pages, the additional 
content would not be added because of space restrictions. For Applicants' independent claims 1, 7, 
20, and 36, the second content will be provided with the first content irrespective of the user's 
display size. 
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With respect to independent claims 27 and 30, Kanevsky does not disclose providing un- 
requested content before the requested content, providing the un-requested content without 
establishing a connection with the computer that stores the requested content, or providing the 
requested content upon receiving a re-request for the requested content after delivery of the un- 
requested content. Since Kanevsky modifies the requested web page, Kanevsky is required to 
establish a connection with the computer that stores the requested web page before additional 
content can be selected, configured, and delivered to the user. Else, Kanevsky does not know the 
original design of the requested web page and has no information from which to work from. 
Kanevsky delivers the requested web page the same time as the additional content (if there is to be 
any), Kanevsky also foils to disclose requiring two requests for the requested content* the second 
request coining after delivery of the un-requested content, in order for the requested content to be 
delivered to the user. 

Applicants' application provides that "data is sent from the [intermediate computer] to 
the client before any data has been [J received from any server." When a user sends out a request 
for first content, the intermediate computer intercepts this request and does not send the request to 
the server storing the first content. Instead, the intermediate computer sends second content to the 
user, When the user Requests again the original server page that it has not yet received," then the 
intermediate computer "again intercepts the [user] request and checks its internal tables to see 
whether or not the [user] has already received [second content].** "Once the [intermediate 
computer] discovers that the [user] has already received [second content]," the intermediate 
computer forwards the user request for first content to the server to deliver the first content to the 
user. See page 1 5, line 1 9-page 17, linelO; Figures 5a-5b, 

Accordingly, it is respectfully submitted that each of independent claims 1, 7, 20, 27, 30, 
and 36 is allowable over Kanevsky. Claims 2-4, 8, 10 s 21-23, 28-29, 31-32, and 37-38, which 
depend from one of claims 1 , 7, 20, 27, 30, or 36, are also allowable over Kanevsky for at least the 
same reasons discussed above. 
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R ejection onder 35 USC 8103 of claims 5. 6» 9. 11, 12. 24, 25. 33-35. and 39-41 

In Sections 15-27 of the Office Action, claims 5, 6, 9, 1 1, 12, 24, 25, 33-35, and 39-41 
are rejected under 35 U.S.C. 103(a) as being unpatentable over Kanevsky in view of U.S. Patent No. 
6,092,191 (Shimboetal.). 

Each of amended independent claims 34 and 35 now recites, among other things, that the 
second content is provided to the first computer independent of a display size of the first computer. 

Shimbo et al. fails to disclose the shortcomings of Kanevsky. Shimbo et al. discloses a 
security protocol in which security gateways , on a packet transfer route can attach a public key and 
address to an inquiry request packet. Col. 27, line 29-col. 28, line 13. Shimbo et al. does not 
disclose or suggest that the attached public keys and addresses are sent to an application running on 
a computer for receipt by a user through which other content was requested. 

The Examiner states that Shimbo et al. teaches checking an IP address information 
associated with the request However, Kanevsky uses at least information about the user's display 
size and the requested web page size to determine whether to add content. Thus, adding the 
teaching of Shimbo et al. to Kanevsky would mean using information about the user's display size, 
requested web page size, gag checking the IP address information to determine whether to add 
content Each of independent claims 1, 7 S 20, 30, 34, 35, and 36, from which claims 5, 6, 9, 1 1, 12, 
24, 25, 33-35, or 39-41 depends, recites that the second content is provided to the first computer 
independent of a display size of the first computer. 

Accordingly, it is respectfully submitted that claims 5, 6, 9, 1 1, 12, 24, 25, 33-35, and 
39-41 are allowable over Kanevsky and Shimbo et al., alone or in combination, for at least the 
reasons discussed above. 
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Refection under 35 USC S102/S103 of claim* 9, 11. 12. 24, 25, 33-35. and 39-41 

In Section 28 of the Office Action, claims 9 9 1 1 , 12, 24, 25, 33-35, and 39-41 are 
rejected for similar reasons as stated above for claims 1-10, 20-23, 27-32, and 36-38 under 35 
U.S.C. 102 and/or 103. 

Each of claims 9, 1 1, 12, 24, 25, 33-35, and 39-41 are allowable over Kanevsky and 
Shimbo et al., alone or in combination, for at least the reasons discussed above for claims 7, 20, 30, 
34, 35, and 36. 

Rejection under 35 USC 8103 of clatm 26 

In Sections 29-30 of the Office Action, claim 26 is rejected under 35 U.S.C. 103(a) as 
being unpatentable over Kanevsky in view of U.S. Patent No. 6,647,388 (Numao). 

Applicants respectfully submit that claim 26 is allowable over Kanevsky and Numao, 
alone or in combination, for at least the same reasons discussed above for claim 20. Numao fails to 
disclose the shortcomings of Kanevsky. The combination of Kanevsky and Numao does not 
disclose or suggest every element recited in claim 26. 



Lastly, dependent claims 21-26, 31, and 33 are amended to improve grammar and/or 
consistency with its independent claim. 
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CONCLUSION 

In view of the above, each of the presently pending claims in this application is believed 
to be in immediate condition for allowance. Accordingly, the Examiner is respectfully requested to 
withdraw the outstanding rejection of the claims and to pass this application to issue. If it is 
determined that a telephone conference would expedite the prosecution of this application, the 
Examiner is invited to telephone the undersigned at the number given below* 

In the event the U.S. Patent and Trademark office determines that an extension and/or 
other relief is required, applicant petitions for any required relief including extensions of time and 
authorizes the Commissioner to charge the cost of such petitions and/or other fees due in connection 
with the filing of this document to Deposit Account No. 03-1952 referencing docket no. 
495142000100. However, the Commissioner is not authorized to charge the cost of the issue fee to 
the Deposit Account 

Dated; May 1 6, 2006 Respectfully submitted, , 




{Catherine D. Lee 



Registration No.: 44,865 
MORRISON & FOERSTER LLP 
425 Market Street 

San Francisco, California 94105-2482 
(415) 268-6983 
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